
United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 223 1 3- 1 450 
www.usptO.gov 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. 



CONFIRMATION NO. 



10/500,719 



07/08/2004 



7590 



25944 

OLIFF & BERRIDGE, PLC 
P.O. BOX 19928 
ALEXANDRIA, VA 22320 



08/31/2006 



Hisaji Oyake 



120301 



7190 



EXAMINER 



ANGEBRANNDT, MARTIN J 



ART UNIT 



PAPER NUMBER 



1756 



DATE MAILED: 08/31/2006 



• Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 



Office Action Summary 


Application No. 

10/500,719 


Applicant(s) 

OYAKE ET AL. 


Pvaminar 

cxdrniner 

Martin J. Angebranndt 


Art Unit 

1756 





« The MAILING DATE of this communication appears on the cover sheet with the correspondence address -- 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )H Responsive to communication(s) filed on 08 August 2006 . 
2a)Q This action is FINAL. 2b)^ This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quay/e, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1^7 is/are pending in the application. 

4a) Of the above claim(s) 2 and 4-7 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) ^ Claim(s) 1 and 3 is/are rejected. 

7) Q Claim(s) is/are objected to. 

8) £3 Claim(s) 1^7 are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)Q accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1 .121 (d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 

Priority under 35 U.S.C. § 119 

12)D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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1. Restriction is required under 35 U.S.C. 121 and 372. 

2. This application contains the following inventions or groups of inventions which are not 
so linked as to form a single general inventive concept under PCT Rule 13.1. 

3. In accordance with 37 CFR 1 .499, applicant is required, in reply to this action, to elect a 
single invention to which the claims must be restricted. 

4. Group I, claim(s) 1, drawn to method of manufacturing stamper. 

5. Group II, claim(s) 2, drawn to stamper. 

6. Group III, claim(s) 3, drawn to stamper intermediate. 

7. Group IV, claim(s) 4-7, drawn to information medium. 

8. The inventions listed as Groups I, II, III and IV do not relate to a single general inventive 
concept under PCT Rule 13.1 because, under PCT Rule 13.2, they lack the same or 
corresponding special technical features for the following reasons: Where a group of 
inventions is claimed in an application, the requirement for unity of invention shall be 
fulfilled only when there is a special technical relationship among those inventions 
involving one or more of the same corresponding technical features which define a 
contribution over the prior art. The special technical feature of the present invention - a 
stamper having an uneven pattern on its surface — does not define a contribution over the 
prior art, as is revealed by the abstract of SUGIMOTO (JP 2000-280255 A). 
Consequently, a lack of unity of invention exists. 



9. A telephone call was made to Justin Phillips on 07/21/2006 to request an oral election to 
the above restriction requirement, but did not result in an election being made. 

10. Applicant is advised that the reply to this requirement to be complete must include (i) an 
election of a species or invention to be examined even though the requirement be 
traversed (37 CFR 1.143) and (ii) identification of the claims encompassing the elected 



invention. 
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11. The election of an invention or species may be made with or without traverse. To reserve 
a right to petition, the election must be made with traverse. If the reply does not distinctly 
and specifically point out supposed errors in the restriction requirement, the election shall 
be treated as an election without traverse. 

12. Should applicant traverse on the ground that the inventions or species are not patentably 
distinct, applicant should submit evidence or identify such evidence now of record 
showing the inventions or species to be obvious variants or clearly admit on the record 
that this is the case. In either instance, if the examiner finds one of the inventions 
unpatentable over the prior art, the evidence or admission may be used in a rejection 
under 35 U.S.C. 103(a) of the other invention. 

13. Applicant is reminded that upon the cancellation of claims to a non-elected invention, the 
inventorship must be amended in compliance with 37 CFR 1.48(b) if one or more of the 
currently named inventors is no longer an inventor of at least one claim remaining in the 
application. Any amendment of inventorship must be accompanied by a request under 37 
CFR 1.48(b) and by the fee required under 37 CFR 1.1 7(i). 

14. Applicant's election with traverse of group I in the reply filed on 8/8/06 is acknowledged. 
The traversal is on the ground(s) that the claims are sufficiently related to warrant 
examination together. This is not found persuasive because the medium and the stamper 
(once separated from the resist master) bear no artifacts from the presence of the 
particular light absorbing layer used. However, the examiner is also examining claims 3 
with claims 1 as the intermediate product does include the light absorbing layer, further , 
the search report listed an "X" reference and there is a anticipation rejection of record to 
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establish that there is no special; technical feature conferring patentability which binds 
the inventions together. 

The requirement is still deemed proper and is therefore made FINAL. 
Claims 2 and 4-7 are withdrawn from prosecution 
15. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed publication in this 
or a foreign country, before the invention thereof by the applicant for a patent. 



(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

16. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 



17. Claims 1 and 3 are rejected under 35 U.S.C. 102(e) as being fully anticipated by Oyake et 
al. '312. 

See example 1 

18. Claims 1 and 3 are rejected under 35 U.S.C. 102(a) as being fully anticipated by Oyake et 



al. WO 02/069336. 
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See example 1 

19. Claims 1 and 3 are rejected under 35 U.S.C. 103(a) as being unpatentable over Yamada et 
al. '267, in view of Sato et al. '510. 

Yamada et al. '267 teach optical disk mastering where the resist is coated to a thickness 
corresponding to the desired groove depth. This is generally between 40 and 100 nm. An argon 
ion laser is used to perform the exposure, followed by development, sputtering of nickel and 
electroplating to form a thick nickel master. The formation of grooves with pitches of 0.2 
microns (200 nm) widths is disclosed. (10/37-11/10). 

Sato et al. e 510 teaches in example 1, an undercoating comprising a melamine, together 
with 4,4'bis(diethylamino)benzophenone, 2,2',4,4'tetrahydroxybenzophenone together with a 
surfactant in a solvent, which is coated onto a silicon wafer and heated to form an undercoating 
layer of 100 nm thick. A photoresist was then coated over this to a thickness of 1000 nm 
(1 1/35-12/5). This experienced no intermixing of the layers, no notching and was able to provide 
a good antireflective effect, (table 1). 2,2',4,4'tetrahydroxybenzophenone is disclosed as a 
crosslinking promoter (8/35-40). The benzophenone compounds are disclosed as having high UV 
absorption properties. (4/4-48). The undercoating is specifically designed to minimize the 
effects of reflections from the substrate, (abstract). 

It would have been obvious to one skilled in the art to modify the process of Yamada et 
al. '267 by adding an antihalation layer, such as that taught by Sato et al. '510 to prevent 
inadvertent exposure by reflection with a reasonable expectation of achieving the results. The 
examiner notes that the materials disclosed by the applicant as co-initiators are known to be 
useful in forming anti-halation layers used with photoresists. 
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20. The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. See In re Goodman, 1 1 F.3d 
1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. 
Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 
422 F.2d 438, 164 USPQ 619 (CCPA 1970);and, In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) may be used to 
overcome an actual or provisional rejection based on a nonstatutory double patenting ground 
provided the conflicting application or patent is shown to be commonly owned with this 
application. See 37 CFR 1.130(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 
CFR 3.73(b). 



21. Claims 1 and 3 are provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1-9 of copending 
Application No. 10/500816 (US 2005/0039621). 

The claims recite each limitation 

This is a provisional obviousness- type double patenting rejection. 

22. Claims 1 and 3 are provisionally rejected under the judicially created doctrine of 
obviousness- type double patenting as being unpatentable over claims 1-5 of copending 
Application No. 10/500008 (US 2005/0066825). 

The claims recite each limitation 

This is a provisional obviousness-type double patenting rejection. 

23. Claims 1 and 3 are provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1-20 of copending 
Application No. 10/493301 (US 2004/0259039). 

This is a provisional obviousness-type double patenting rejection. 
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24. Claims 1 and 3 are provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1-20 of copending 
Application No. 10/500893 (US 2005/01 1 8534). 

This is a provisional obviousness-type double patenting rejection. 

25. Claims 1 and 3 are provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 16-35 of copending 
Application No. 10/515404 (US 2005/0232130). 

This is a provisional obviousness-type double patenting rejection. 

26. Claims 1,2 and 4-8 are provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1-35 of copending 
Application No. 10/507429 (US 2005/0142320259039). 

This is a provisional obviousness-type double patenting rejection. 

27. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Martin J. Angebranndt whose telephone number is 571 - 
272-1378. The examiner can normally be reached on Monday-Thursday and alternate 
Fridays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mark Huff can be reached on 571-272-1385. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 57^-2^72-1000. 




Martin yAngebranndt 
Primary Examiner 
Art l/nit 1756 
/ 



8/30/2006 



